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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Easley et al. US Patent No. 5,356,407 in view of Marphy-Chutorian et al. US Patent No. 
5,855,577. 

Easley et al. disclose a surgical instrument that provides both illumination light 
and laser light to a surgical site, the surgical instrument comprising: 
a manipulatable handle 19 (see Fig. 1); 

a tubular tip 25 secured to the handle 19, the tip projecting from the handle to a 
distal end of the tip; 

an Illumination optic fiber 18 having a length with opposite proximal and distal 
ends, the illumination optic fiber extending through the handle 19 and the tip 25 to the 
illumination optic fiber distal end positioned adjacent the tip distal end, the illumination 
optic fiber being secured stationary relative to the tip (see Figs. 3 and 4); and 

a laser optic fiber 17 having a length with opposite proximal and distal ends, the 
laser optic fiber extending through the handle 19 and the tip 25 to the laser optic fiber 
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distal end positioned adjacent tlie tip distal end and the illumination optic fiber 18 distal 
end (see Figs. 3, 4, and col. 4, lines -9). 

Easley et al. do not teach a mechanism on the handle that is configured to move 
either of the optical fibers through the handle and the tip between retracted position and 
extended positions as claimed. However, the use of a mechanism for moving a light 
delivery optical fiber between retracted and extended positions through a surgical probe 
is known in the art. 

Murphy-Chutorian et al. disclose catheter apparatus and method of use, the 
catheter comprising: an instrument handle 128; a tubular sleeve (catheter shaft 102) 
projecting from the instrument handle 128; an optical fiber 120 extending through the 
handle and the sleeve to a distal end portion that projects from the sleeve; and a 
mechanism 144 on the handle 128, which is configured to selectively moves the optical 
fiber between retracted position and an extended position as claimed. 

Hence, at the time of the applicant's invention, it would have been obvious to one 
of ordinary skill in the art to modify Easley et al. in view of Murphy-Chutorian et al. and 
use a mechanism configured to move the laser delivery optical fiber between a retracted 
position and an extended position as claimed. Moving the optical fiber in a retracted 
position within the sleeve of the tubular tip when the probe is not in use would protect 
the integrity of the optical fiber. It would also enhance the safety of the surgical 
procedure by preventing un intended damage/puncturing of the patient's body in the 
instance where the probe is used for insertion into a portion of the patient's body, such 
as the eye, blood vessel, etc. 
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Allowable Subject Matter 

Claims 9-19 are allowed. 

Claims 6-8 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Esch et al., US Patent No. 5,469,524, disclose an endoscopic treatment 
apparatus comprising: a handle 13; a probe tip 21 attached to the distal end of the 
handle 13 (see Fig. 1); a treatment light source and control means 57; an illumination 
light source 27; illumination light and treatment light delivery optical fibers 23, 25 (see 
Fig. 2); and a mechanism 41 configured to move a sleeve 45 over the treatment optical 
fiber between a retracted position and an extended position, such that (1) when the 
sleeve is in the retracted position the optical fiber projects from the distal of the probe, 
and (2) when the sleeve is in the extended position, the optical fiber is inside the lumen 
of the sleeve. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ahmed M. Farah whose telephone number is (571) 272- 
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4765. The examiner can normally be reached on Mon, Tue, Thur and Fri between 9:30 
AM 7:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johnson Henry can be reached on (571) 272-4768. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ahmed M Farah/ 

Primary Examiner, Art Unit 3769 

August 14, 2010. 



